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DETAILED ACTION 



Claim Objections 

1 . Claim 36 is objected to because of the following informalities: In line 2 of claim 
36, it appears the word "shampoo" is missing. Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Before citing the references against the present claims, the examiner would like 
to state for the record that due to the inordinate breadth of the present claims, requiring 
only a composition containing cocoa butter, the examiner maintains that a thorough 
search is impossible. Cocoa butter is a primary ingredient in chocolate bars and other 
confections, as well as an extremely common ingredient in lip balms, lip sticks, 
suppositories, and deodorant sticks. Though a few of these references are cited below, 



the examiner estimates there are hundreds of references that would anticipate at least 
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claim 24 of the present application. Any response from applicants to the references 
cited below that does not also address the fact that their claims are extremely broadly 
written, together with a clear statement of what applicants consider to be the novelty of 
their invention, will likely not be successful in rendering these claims allowable. 

2. Claims 24, 31, and 32 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Staniforth et al, US 2003/0138503. 

Staniforth et al teach topical formulations comprising vegetable oils and 50%, 
40%, and 30% cocoa butter, wherein the oils and cocoa butter are melted with heating 
and cooled to form a solid product fl[178-191). As this reference meets all material 
limitations of the claims at hand, the reference is anticipatory. 

3. Claims 24, and 30-32 are rejected under 35 U.S.C. 102(a) as being anticipated 
by Girsh, US 2001/0007690. 

Girsh teaches a chocolate bar comprising 26.5% cocoa butter and lecithin, 
wherein the ingredients are heated with mixing and are allowed to cool to form 
chocolate squares (IP 47). As this reference meets all material limitations of the claims 
at hand, the reference is anticipatory. 



4. Claims 24, 31 , and 32 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
by Brown et al, US 4,360,387. 
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Brown et al teach a sun protection stick comprising 10% cocoa butter and 6% 
olive oil (col. 5, example 4). As this reference meets all material limitations of the claims 
at hand, the reference is anticipatory. 

5. Claims 24, and 30-32 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Scott, US 3,932,614. 

Scott teaches a lipstick comprising 16% cocoa butter and lanolin (IP 47). As this 
reference meets all material limitations of the claims at hand, the reference is 
anticipatory. 

6. Claims 24, 29, 31 , and 32 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Ambrosen et al, US 2003/0157050. 

Ambrosen et al teach a lotion bar comprising 16% cocoa butter and 10.5% 
almond oil (H14). As this reference meets all material limitations of the claims at hand, 
the reference is anticipatory. 

7. Claims 24, 27, and 29-32 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by McGinity et al, US 5,622,993. 

McGinity et al teach a stick formulation comprising 1 1 .8% cocoa butter, 8.3% 
cetyl alcohol, castor oil, and surfactant (col. 5, lines 46-59). As this reference meets all 
material limitations of the claims at hand, the reference is anticipatory. 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 24, and 31-42 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schlaeger, US 6,241 ,978. 

Schlaeger teaches a solid hair conditioner comprising from 30 to 60% of a solid 
continuous phase, and from 15 to 35% of a liquid oil phase (col. 5, lines 5-28), wherein 
the final product contains 8% cocoa butter, 2% silicone surfactant, rapeseed oil, and 
other emollients (col. 18, example 2), and wherein the conditioner is in stick form and is 
prepared by melting the ingredients, then cooling and solidifying the mixture (col. 18, 
lines 21-35). Liquid oils, such as cocoa butter are present in an amount from 15 to 35% 
(col. 21 , claim 2). Accordingly, it would have been obvious to one of ordinary skill in the 
art to use slightly more cocoa butter in example 2 above with complete confidence of 
successfully obtaining an effective hair conditioner. 

With respect to present claims requiring a shampoo, the examiner notes this is 
an extremely broad term and any composition for contact with the hair or skin that 
contains a cleaning agent, such as a surfactant, may be considered to be a shampoo. 
As the solid phase above contains a surfactant which is mixed with liquid emollients, i.e. 
conditioners, the examiner maintains these claim limitations are satisfied. Note that 
colorants are highly preferred ingredients in these hair treatment compositions (col. 13, 
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lines 1-29). Though it appears that the colors in these hair treatment compositions are 
homogeneous, it is certainly within the skill level of persons in the art to formulate 
multicolored solids, if not for practical reasons, then merely for reasons of aesthetics. 

With respect to the method of fabricating a solid, it is well known that solids are 
prepared by heating with mixing, and then allowing the mixtures to cool. Note that the 
solid phase and liquid phases are mixed separately at different temperatures, and are 
then added to a common mixer which is set at a different temperature (col. 18, lines 21- 
35). Although the reference does not specifiy a temperature range wherein mixing 
occurs, the examiner considers mixing at any point during the heating or cooling 
process of forming a solid to be an obvious preparation step to the skilled formulator. 

1 0. Claims 33-42 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Joshi, US 4,017,574. 

Joshi teaches a multi-colored soap bar comprising 3% of a colored material 
consisting of cocoa butter and a base soap material (col. 6, example 5). The examiner 
acknowledges that claim 33 depends from claim 24, which is not rejected by the 
reference, but maintains that claim 33 changes the solid form of claim 24 to a molten 
form which is mixed with the shampoo, thereby forming an entirely separate 
composition from the solid of claim 24 and so claim 33 is in effect an independent claim. 
To support this assertion, note that claim 37 requires that the solid conditioner and 
shampoo form a pattern, and claim 39 requires the pattern to be a spiral pattern. The 
examiner considers such a configuration to be nearly impossible without melting and 



Application/Control Number: 1 0/501 ,1 99 Page 7 

Art Unit: 1796 

mixing the solid hair conditioner and the shampoo to form the spiral. This is now merely 
a solid that contains cocoa butter, which is satisfied by the soap bar of the reference. 

With respect to present claims requiring a shampoo, the examiner notes this is 
an extremely broad term and any composition for contact with the hair or skin that 
contains a cleaning agent, such as a surfactant, may be considered to be a shampoo. 
As the solid phase above contains a surfactant, i.e. soap, which is mixed with cocoa 
butter conditioner, the examiner maintains these claim limitations are satisfied. Note 
that the cocoa butter and soap are different colors and form striations in the finished 
soap bar (col. 6, lines 23-43). Given this, it is well within the skill level of persons in the 
art to formulate these striations in a spiral pattern. 

With respect to the method of fabricating a solid, it is well known that solids are 
prepared by heating with mixing, and then allowing the mixtures to cool. Note that the 
liquid colored material, i.e. cocoa butter, is maintained in a molten state and is then 
added to the soap (col. 4, lines 43-55). Although the reference does not specifiy a 
temperature range wherein mixing occurs, the examiner considers mixing at any point 
during the heating or cooling process of forming a solid to be an obvious preparation 
step to the skilled formulator. 

1 1 . Claims 24-27, and 29-32 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Staniforth et al, US 2003/0138503. 

12. Staniforth et al are relied upon as set forth above. Suitable hardeners and 
plasticizers of the invention include cetyl alcohol, stearyl alcohol, stearic acid, and 
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propylene glycol OP 47). Accordingly, it would have been obvious to one of ordinary 
skill in the art to incorporate any of these hardeners or plasticizers in the solids of the 
reference with a reasonable expectation of successfully obtaining an effective topical 
formulation. 

13. Claims 24, 29, 31-36, and 40-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Harbeck, US 2001/0014315. 

Ambrosen et al teach a bar soap comprising from 100 to 5000g soap base, up to 
200g cocoa butter, and additional vegetable oils (lf67-74). As the proportions of the 
reference overlap those presently claimed, it would have been obvious to one of 
ordinary skill in the art to prepare a bar soap comprising 10% cocoa butter with a 
reasonable expectation of successfully obtaining an effective bar soap. 

With respect to present claims requiring a shampoo, the examiner notes this is 
an extremely broad term and any composition for contact with the hair or skin that 
contains a cleaning agent, such as a surfactant, may be considered to be a shampoo. 
As the solid phase above contains a surfactant, i.e. soap, which is mixed with cocoa 
butter conditioner, the examiner maintains these claim limitations are satisfied. 

With respect to the method of fabricating a solid, it is well known that solids are 
prepared by heating with mixing, and then allowing the mixtures to cool. Note that the 
soap mixture is heated, allowed to cool to 35°C, then additional ingredients are added, 
and the mixture is stirred until it cools (1177-85). Although the reference does not 
specifiy a temperature range wherein mixing occurs, as the mixture is stirred until it 
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cools, the examiner maintains this overlaps the temperature range claimed, and 
considers mixing at any point during the heating or cooling process of forming a solid to 
be an obvious preparation step to the skilled formulator. 

Allowable Subject Matter 

14. Claim 28 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles I. Boyer whose telephone number is 571 272 
1311. The examiner can normally be reached on M-Th 9:30 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571 272 1498. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Charles I Boyer 
Primary Examiner 
Art Unit 1796 

/Charles I Boyer/ 

Primary Examiner, Art Unit 1796 



